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Status 

Responsive to communication(s) filed on 07 September 2006 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 



1 . The following communication is in response to Applicant's Appeal Brief filed 07 
September 2006. 



2. In view of the Appeal Brief filed on 07 September 2006, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 



A Supervisory Patent Examiner (SPE) has approved ofreopening prosecution by signing 



Response to Appeal Brief 



below: 




Alex Kalinowski 



SPE Art Unit 3691. 
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Status of Claims 

3. Claims 1-24 are currently pending. Claims 25-87 have been cancelled. 

Claim Rejections - 35 USC § 101 

4. Claims 1-24 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

With respect to claims 1-24, the Examiner finds these claims to lack a tangible result. In 
order to be a tangible result, the process must produce a real-world result. The limitations of 
claims 1 and 16, including "associating each advantage offer" and "changing the association of 
at least one associated advantaged offer" do not produce a real-world result because such 
limitations could be encompassed as thoughts. Therefore, claims 1 and 16 do not produce a 
tangible result and are considered to be abstract. Dependent claims 2-15 and 17-24 fail to create 
a tangible result and therefore also stand rejected under 35 U.S.C. 101 . 

This rejection could be overcome by including language directed towards 
outputting/displaying the more favorable offers, storing the more favorable offers or something 
similar. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

. A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1, 2, 8, 9, 16 and 21-24 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Alon et al. (hereinafter Alon) U.S. Patent 7,146,330. 

Regarding claim 1, Alon discloses a computer-implemented method for clearing offers, 
which specify conditions for acceptance, and the method comprising: 

Receiving a plurality of advantaged offers (column 5, lines 6-30 and column 6, lines 9- 

23); 

Associating each advantaged offer with one or more available most-favorable 
disadvantaged offers, wherein the conditions of acceptance of each advantaged offer are met by 
each disadvantaged offer that has been associated with the advantaged offer (column 5, lines 31- 
43: Examiner notes where group members are notified of the best bids; and column 6, lines 24- 
33) 

Changing the association of at least one associated advantaged offer to a newly available 
disadvantaged offer that offers more favorable terms than a currently associated disadvantaged 
offer, when the newly available disadvantaged offer is received and meets the conditions of 
acceptance of the associated advantaged offer (column 5, lines 44-54: Examiner notes the 
iteration with lower bids which are more favorable). 

Claim 2, wherein the advantaged and disadvantaged offers are associated with a pool and 
a corresponding pool close event (column 4, lines 16-23 and column 6, lines 34-37). 
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Claim 8, wherein determining which disadvantaged offers have more favorable 
specifications comprises: comparing price specifications (column 5, lines 44-54). 

Claim 9, wherein comparing the price specification comprises comparing constant prices 
(column 5, lines 3 1 -54). 

Regarding claim 16, Alon discloses a computer- implemented method for clearing offers, 
which specify conditions for acceptance, and the method comprising: 

Receiving a description of transaction to be offered in the marketplace (column 6, lines 9- 

23); 

Expanding the description of transactions to be offered in the marketplace into at least 
one offer, with specified conditions of acceptance (column 6, lines 9-23); and 

Generating a set of post events based on the at least one offer in a manner to cause the 
transactions to be offered in a marketplace in which a marketplace method for processing offers 
is used, and the marketplace method comprising: 

Receiving a plurality of advantaged offers (column 5, lines 6-30 and column 6, lines 9- 

23); 

Associating each advantaged offer with one or more available most-favorable 
disadvantaged offers, wherein the conditions of acceptance of each advantaged offer are met by 
each disadvantaged offer that has been associated with the advantaged offer (column 5, lines 31- 
43: Examiner notes where group members are notified of the best bids; and column 6, lines 24- 
33) 



* 
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Changing the association of at least one associated advantaged offer to a newly available 
disadvantaged offer that offers more favorable terms than a currently associated disadvantaged 
offer, when the newly available disadvantaged offer is received and meets the conditions of 
acceptance of the associated advantaged offer (column 5, lines 44-54: Examiner notes the 
iteration with lower bids which are more favorable). 

Claim 21, Alon discloses the events include straddles specifying a straddle limit, which 
restricts the number of associations, and wherein generating a set of post events further 
comprises: creating an offer corresponding to one of the descriptions; adding the created offer 
to any corresponding straddles; and generating a straddle including the created the offer if no 
corresponding straddles exist (column 4, lines 52-65 and column 6, lines 1t8). 

Claim 22, monitoring the marketplace for new opportunities to post an offer 
corresponding to offers in a posted straddle; and adding an offer corresponding to the new 
opportunity to the posted straddle (column 5, lines 44-54). 

Claim 23, wherein receiving a description of offered transactions further includes: 
providing a user interface to specify products in the offer (column 5, lines 55-67). 

Claim 24, wherein generating a set of post events further includes: generating offers 
contingent on the occurrence of an event (column 6, lines 1 1-23). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Jhe factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claims 3-7, 10-15 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alon et al. (hereinafter Alon) U.S. Patent 7,146,330 in further view of Goddard U.S. Patent 
6,876,983. 

Claim 3, Alon teaches specified conditions for acceptance (column 6, lines 9-23). Alon 
fails to teach applying attributes of one of the advantaged offers to a price function for one of the 
disadvantaged offers to calculate a price. Goddard teaches a system and method for facilitating 
aggregate shopping in which attributes are applied to a price function (column 12, lines 1-39). It 
would have been obvious to one of ordinary skill in the art at the time of the Applicant's 
invention to modify the teachings of Alon to include price functions as taught by Goddard 
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because it provides a method for the grouped buyers to obtain their preferred product at a desired 
price. 

Claim 4, Goddard further teaches that the price includes all appropriate costs (column 12, 
lines 47-50 and column 13, lines 5-11). 

Claim 5, Goddard further teaches applying a weighting function to the calculated price 
(column 12, lines 40-46). 

Claim 6, Goddard further teaches using as the price function a table in which price ranges 
correspond to attributes of an advantaged offer (column 13, lines 5-1 1). 

Claim 7, Goddard further teaches using as the price function a computer program capable 
of defining price based on attributes of an advantaged offer (column 13, line 44 thru column 14, 
line 22). 

Claim 10, Alon fails to teach performing in order or priority the advantaged offers, such 
priority being determined by the order in which the advantaged offers were received. Goddard 
teaches matching supply and demand in order of priority (column 1 1 , lines 43-47). It would 
have been obvious to one of ordinary skill in the art to modify the teachings of Alon and include 
the priority teachings of Goddard because it provides for an efficient way to match offers when 
there is an imbalance between supply and demand. 
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Claim 11, Alon teaches that the available disadvantaged offers comprise offers that are 
not already associated with other offers (column 5, lines 44-54). 

Claims 12 and 13, Alon teaches specifications such as pool specifications (column 6, 
lines 9-23). Goddard further teaches a product specification, a quantity specification, a pool 
specification, and a fragment list; and wherein determining which disadvantaged offers have 
more favorable specifications includes: examining the product specification, quantity 
specification, pool specification and fragment list of the offers (column 12, lines 30 thru column 
13, line 15). 

Claims 14 and 15, Goddard further teaches quantity specifications including minimum 
quantity and maximum quantity and determining which disadvantage offer has more favorable 
specifications by examining the minimum or maximum quantities (column 12, lines 17-30). 

Claim 17, Goddard further teaches a stepped-price schedule having price breaks at each 
price step in the stepped-price schedule, and wherein generating a set of post events includes: 
generating an uninterruptible sequence of offers, each offer in the sequence corresponding to a 
price step in the stepped-price schedule, and each offer having a reserve price equal to the price 
break of the price step (column 12, lines 1-39). 



Claim 18, Goddard teaches the transaction is an all-or-none specification having a 
minimum quantity, and wherein generating a set of post events includes: posting an offer with a 
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minimum quantity specification corresponding to the minimum quantity in the all-or-none 
specification (column 12, lines 1-29 and lines 62-67). 

Claim 19, Goddard further teaches that the transactions is a fill-or-kill specification 
having a minimum quantity, and wherein generating a set of post events includes: posting an 
offer with a minimum quantity specification corresponding to the minimum quantity in the fill- 
or-kill specification; and withdrawing the offer if the minimum quantity specification cannot be 
satisfied (column 12, lines 1-29 and lines 62-67). 

Claim 20, Goddard further teaches that the transactions is a fill-and-withdraw 
specification having a desired quantity, and wherein generating a set of post events includes: 
posting an offer with a maximum quantity specification corresponding to the desired quantity in 
the fill-and-withdraw specification; and withdrawing any quantity of the offer not immediately 
filled (column 12, lines 1-29 and lines 62-67). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (571) 272-6744. The 
examiner can normally be reached on M-F: 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alex Kalinowski can be reached on (571) 272-6771 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Respectfully Submitted 
Stefano Karmis . 



12 February 2007 



